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09/924,298 

Applicant(s) 

BRYAN ETAL 

Examiner 

Michael B Priddy 

Art Unit 

3732 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)D Responsive to communication(s) filed on . 


2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) 1-44.56-61,64-67,69-76,81-96,101-103.106-110 and 112-120 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) 1-44.56-61 ,66.67.69-71 ,75.76.81-96.106-110 and 112-120 is/are allowed. 

6) D Claim(s) 64. 65. 72-74 and 101-103 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAIi b)b Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 


Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). — 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 74 is rejected under 35 U.S.C. 102(b) as being anticipated by Yakich (U.S. 
3,864,758). Yakich teaches a prosthesis (pictured as a hip joint prosthesis) comprising 
a central body 19 and a lubricant encapsulated within a structure 8 having at least one 
sealable opening 7 for the introduction of the lubricant into the structure. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 64 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Buttner-Janz et al. in view of Walker (US 4,193,139). Buttner-Janz et al. teach a 

bone joint implant comprising a central body 3 positioned between two shells 1 & 2 each 

having an inner surface that contacts the central body. Hence Buttner-Janz et al. teach 

all of the limitations of the present invention except that the inner surfaces of the shells 

1 & 2 are machined or polished. 
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Walker teaches a prosthetic finger joint 10 comprised of a first stemmed 
component 12; a second stemmed component 14; a bearing pad 16; a bushing 18; and 
an axle 19. "Arcuate bearing surface 25 is polished smooth, so as to facilitate the 
pivoting motion of the first component of the joint in use, and also to reduce 
unnecessary friction in the movement of the joint, thus reducing wear of pad 16." (lines 
56-61 of column 3) It would have been obvious to one of ordinary skill in the art at the 
time of the present invention to polish the inner surfaces of the shells of the implant of 
Buttner-Janz et al. so as to improve their wear characteristics when articulating with the 
central body 3. 

Claims 72 and 73 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Buttner-Janz et al. in view of Ducheyne et al. (US 4,990,163). Buttner-Janz et al. 
teach a central body 3 positioned between two shells 1 & 2 having outer surfaces. 
Therefore Buttner-Janz et al. teach all of the limitations of the present invention except 
that the outer surface of at least one of the shells is coated to promote bony ingrowth. 

Ducheyne et al. teach a method of depositing calcium phosphate ceramics for 
bone tissue calcification enhancement. This procedure is used to facilitate bony 
ingrowth when using cementless fixation of permanent implants. The method, as 
described in lines 19-30 of column 11 and in the first paragraph of column 12, involves 
the vacuum sintering of a mixture of hydroxyapatite onto titanium. It would have been 
obvious to one of ordinary skill in the art at the time of the present invention to provide a 
coating of hydroxyapatite onto the outer surface of the shells of Buttner-Janz et al. so as 
to enhance bone ingrowth thereinto. Concerning the limitation of claims 70 and 71 
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requiring the material be of titanium it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use whatever material was deemed 
appropriate for the particular application, since it has been held to be within the general 
skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416 

Claims 101-103 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bryan et al. in view of Buechel et al. (US 5,868,796). Bryan et al. teach a surgical 
implant 18 comprising an elastomeric central body 20 positioned between two shells 32 
& 34. Bryan et al. therefore teach all of the limitations of the present invention except 
that the central body 20 is impregnated with a surface hardening or lubricity increasing 
material. 

Buechel et al. teach a biologically inert wear resistant surface 26 on the head 18 
of a femoral, stem-type prosthesis. The surface is the result of a titanium nitride 
coating. "The much smoother characteristics of surfaces subjected to wear that are 
enabled by the harder coating 26 contribute substantially to wear resistance, abrasion 
resistance and lubricity. It would have been obvious to one of ordinary skill in the art at 
the time of the present invention to apply titanium nitride to the bearing surface of the 
central body 20 of Bryan et al. so as to substantially improve its wear resistance. 


Allowable Subject Matter 

Claims 1-44, 56-1, 66, 67, 69-71, 75, 76, 81-96, 106-110 and 112-120 are 
allowed. 
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Response to Arguments 

Applicant's arguments, see lines 7-11 of page 22, filed 10/28/2003, with respect 
to claims 59-61 have been fully considered and are persuasive. The rejection of 
08/12/2003 has been withdrawn. Applicant has argued that Buttner-Janz (U.S. 
5,401 ,269) does not teach or suggest 'an encapsulated central body' as set forth in line 
1 of claim 59 and further states "The Buttner-Janz '269 patent teaches upper and lower 
shells 1 and 2 in contact with a central body 3 but the upper and lower shells leave the 
perimeter of the central body 3 exposed and thus the central body is not encapsulated." 
The Examiner agrees with Applicant's interpretation of claim 59 in view of the Buttner- 
Janz reference and has therefor allowed claims 59-61. 

Applicant's arguments with respect to claims 64 and 65 filed 10/28/2003 have 
been fully considered but they are not persuasive. Applicant has argued that the 
combination of the references Buttner-Janz in view of Walker does not teach all of the 
limitations and that there is furthermore no motivation to combine these teachings. The 
Examiner respectfully disagrees. The articular surfaces 6 of the core 3 of Buttner-Janz 
are designed to allow plates 1 and 2 to slide thereon and may therefore be considered 
analogous to relative sliding surfaces 44 and 25 of Walker's prosthesis. As taught by 
Walker, polishing articular surface 25 facilitates pivoting motion and reduces 
unnecessary friction in the movement of the joint (lines 56-61 of column 3). Reducing 
friction in a joint is clearly advantageous to improving the wear characteristics of 
articulating members in the joint. The Examiner maintains that these advantages were 
known at the time of the prior art as evident from the cited teachings of Walker. 
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Applicant's arguments with respect to claims 72 and 73 filed 10/28/2003 have 
been fully considered but they are not persuasive. Applicant has argued that the 
combination of the references Buttner-Janz et al. in view of Ducheyne et al. do not 
teach all of the limitations of the claims, that the prior art teaches away from the claimed 
invention and that there is no motivation to combine the cited references. The Examiner 
respectfully disagrees. While Buttner-Janz et al. teaches a prosthesis having teeth 
projecting from plates 1 and 2, a coating of calcium phosphate ceramics as taught by 
Ducheyne et al. provides for a rough outer surface that, in itself, not teeth-shaped. 
Enhancing bone ingrowth is a well-known positive characteristic within the joint 
prosthesis art and Ducheyne et al. clearly indicates "enhancing bone formation in joint 
replacement devices" (column 5, lines 64-66) as one of the objects of their invention. 
Concerning Applicant's argument that this combination of references does not teach an 
outer surface that is coated to provide friction, it is the Examiner's belief that since the 
coating of Ducheyne et al. encourages bone ingrowth, it is encouraging an interaction 
between the surface of a host bone and the attachment surface of an implanted 
prosthesis. This interaction results in a frictional engagement between the two surfaces 
at the very least during a time shortly after implantation. 

Applicant's arguments with respect to claim 74 have been considered but are 
moot in view of the new ground(s) of rejection. 

With respect to claims 101-103, Applicant's arguments fail to comply with 37 
CFR 1.111(b) because they amount to a general allegation that the claims define a 
patentable invention without specifically pointing out how the language of the claims 
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patentably distinguishes them from the references. As set forth in the 35 U.S. C. 103(a) 
rejection of 08/12/2003, Bryan et al. do teach an elastomeric central body 20. 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael B. Priddy whose telephone number is (703) 
308-8620. The examiner can normally be reached on Mon.-Fri. 8 a.m. - 5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (703) 308-2582. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9302. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1148. 

Michael B. Priddy 


Conclusion 



